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DETAILED ACTION 

Claim Objections 

1 . Claim 1 is objected to because of the following informalities: There is a 
typographical error in line 1 and the claim should read, "A catalyst module having a 
waste liquid..." Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1 -20 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "whose partition wall" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. For examination purposes the catalyst 
module is assumed to have a partition wall. 

Claims 19 and 20 contain the same lack of antecedent basis as claim 1 . 

Claims 2-18 are rejected as depending from claim 1 . 

Claim Rejections - 35 USC § 102 and 103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 2, 5, 14 and 15 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Shimazaki US 4 576 929. 

Regarding claim 1 Shimazaki teaches a catalyst module having a waste liquid 
inlet passage and a partition wall formed of a fibrous activated carbon wherein, the 
fibrous activated carbon is impregnated with a catalyst (fig. 1-7, claims 1-11). How 
waste liquid is treated is a process step that does not add any structural limitations to 
the apparatus. 

Regarding claims 2 and 5, Shimazaki further teaches wherein a plurality of waste 
liquid inlet passages are arranged in a form of a bundle (fig. 6), the passages being the 
spaces between the folds; the fibrous activated carbon is impregnated with silver (claim 
11). 

Regarding claims 14 and 15, Shimazaki further teaches a waste liquid treatment 
apparatus comprising a waste liquid treatment tank capable of holding a catalyst 
module of claim 1 (fig. 1-7). How the waste liquid storage tank operates is a process 
limitation and does not further structurally limit the apparatus. 
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4. Claims 8, 12, 13, 16, 17 and 19 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Shimazaki 
'929. 

Regarding claim 8, Shimazaki teaches the partition wall is formed of a fibrous 
activated carbon layer in the form of sheets (fig. 1-7, example 3). The process of 
making the sheets by lamination is a product by process limitation. "[E]ven though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is 
the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe . 227 USDQ 
964 (1985). The process of making the sheets according to Shimazaki is deemed a 
structural alternative to the lamination process disclosed herein. 

Regarding claims 12 and 13, an inlet port is provided at a lower end of the inlet 
passage and an end of the waste liquid inlet passage opposite to the inlet port is closed 
(fig. 7); and the fibrous activated carbon is impregnated with silver (claim 11). 

Regarding claims 16 and 17, Shimazaki further teaches a waste liquid treatment 
apparatus comprising a waste liquid treatment tank capable of holding a catalyst 
module of claim 1 (fig. 1-7). How the waste liquid storage tank operates is a process 
limitation and does not further structurally limit the apparatus. 
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Regarding claim 19, Shimazaki teaches a catalyst module having a waste liquid 
inlet passage with a partition wall formed of fibrous activated carbon wherein, the 
fibrous activated carbon is impregnated with silver, the partition wall is formed of fibrous 
activated carbon layer in the form of sheets, the waste liquid inlet surrounds a liquid 
permeable core member (fig. 5, claim 1-11). How waste liquid is treated is a process 
step that does not add any structural limitations to the apparatus. The process of 
making the sheets by lamination is a product by process limitation. "[E]ven though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is 
the same as or obvious from a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process." In re Thorpe . 227 USDQ 
964 (1985). The process of making the sheets according to Shimazaki is deemed a 
structural alternative to the lamination process disclosed herein. 

5. Claims 2-4. 6 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shimazaki '929 in view of Equchi et al. US 5 518 620. 

Regarding claims 2-4, Shimazaki teaches the filtering material of claim 1 but 
does not teach the claimed orientation of the material in claims 3 and 4. Eguchi teaches 
a fibrous activated carbon partition wall having a plurality of waste liquid inlet passages 
arranged in a form of a bundle, each inlet passage are formed between a first partition 
wall formed to have a wavy section and a second partition wall arranged to follow on 
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side of the first partition wall (fig. 2a and b), wherein the first partition wall and the 
second partition wall are arranged spirally (fig. 2b). It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to use the configuration of 
Eguchi for the material of Shimazaki because this configuration provides no clogging of 
the packing medium even when the material is packed at a high specific surface area 
making operation over a long period of time possible (col. 7, lines 14-26). 

Regarding claim 6, Eguchi further teaches an outer periphery and is formed of a 
material (8) inhibiting passage of liquid (fig. 1). 

Regarding claim 9, Shimazaki teaches the module of claim 8 but does not teach 
the partition wall comprising a projecting part. Eguchi teaches a fibrous activated 
carbon partition wall having a projecting part (62) projecting into a waste liquid inlet 
passage (fig. 3). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to use the projecting part of Eguchi because it provides for a 
spacing between layers of material allowing fluid to easily pass through the module (col. 
7, lines 14-36). 

6. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shimazaki '929. 

Regarding claim 18, Shimazaki teaches the apparatus of claim 15 but does not 
teach a plurality of modules in parallel with an inflow direction. Providing multiple 
modules in a parallel orientation would have been obvious to one of ordinary skill in the 
art at the time the invention was made as it provides a larger surface area for filtration. 
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Also, mere duplication of parts does not provide patentable significance. Mere 
duplication of parts has no patentable significance unless a new and unexpected result 
is produced, In re Harza, 124 USPQ 378 (1960). 

7. Claims 10, 11 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shimazaki '929 in view of Kazuhisa JP 1 1 -244672 or Eskes US 6 371 307. 

Regarding claims 1 0 and 1 1 , Shimazaki teaches the module of claim 8 but does 
not teach the sheets being formed in a bag shape or having a mesh member between 
sheets. Kazuhisa teaches a fibrous partition wall (13) in the form of sheets and are 
formed into a bag comprising an open end and a mesh member (1 1) arranged between 
the sheet forms (fig. 1 ). Eskes also teaches a fibrous partition wall in the form of sheets 
formed into a bag comprising an open end and a mesh member (120) arranged 
between the sheets (fig. 1b). This configuration is well known in the art and would have 
been obvious to one of ordinary skill in the art at the time the invention was made 
because it allows for more surface area of the filter to be used and the mesh member 
keeps the internal passage open so fluid may easily flow through. 

Regarding claim 20, Shimazaki teaches a catalyst module having a waste liquid 
inlet passage, the module having a partition wall formed of a fibrous activated carbon 
wherein, the fibrous activated carbon is impregnated with silver and the fibrous 
activated carbon is in the form of a sheet (fig. 1 -7, claims 1-11). Shimazaki does not 
teach the sheets form a bag or mesh member located in the bag. How waste liquid is 
treated is a process step that does not add any structural limitations to the apparatus. 
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Kazuhisa teaches a fibrous partition wall (13) in the form of sheets and are formed into 
a bag comprising an open end and a mesh member (1 1) arranged between the sheet 
forms (fig. 1 ). Eskes also teaches a fibrous partition wall in the form of sheets formed 
into a bag comprising an open end and a mesh member (120) arranged between the 
sheets (fig. 1b). This configuration is well known in the art and would have been 
obvious to one of ordinary skill in the art at the time the invention was made because it 
allows for more surface area of the filter to be used and the mesh member keeps the 
internal passage open so fluid may easily flow through. 

8. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shimazaki '929 in view of Equchi '620 as applied to claim 6 above, and further in view of 
Klein US 4 531 954. 

Shimazaki in view of Eguchi teaches the module of claim 6 but does not teach 
the surface layer inhibiting the passage of liquid and allowing the passage of a gas. 
Klein teaches a module having a filter membrane (5) having a surface layer (6, 6a) 
surrounding an outer periphery of the of the waste inlet the surface layer formed of a 
material inhibiting the passage of liquid and allowing passage of a gas (col. 7, lines 4- 
11). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to use the surface layer of Klein because it involves low 
manufacturing costs for separating gasses from the liquid flow (co. 2, line 64 - col. 3, 
line 6) 
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Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN KURTZ whose telephone number is 
(571 )272-821 1 . The examiner can normally be reached on Monday through Friday 
8:00am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on 571-272-1376. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Benjamin Kurtz 
Examiner 
Art Unit 1797 

3/11/08 /BK/ 

/Krishnan S Menon/ 

Primary Examiner, Art Unit 1797 



